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European legislation on Intellectual Property Rights (IPR) on inventions 
developed by researchers employed by universities and Public Research 
organizations (PRO’s) has, in the last two decades, been greatly influenced by 
the apparent success achieved in the United States by the adoption of the 
Bayh-Dole Act1 in 1980 which gave universities and PROs the option to elect 
to own the inventions on the conditions that they would seek protection, 
diligently promote commercial use through licensing, which could be made 
exclusive, and that the inventors would enjoy a share of the net proceeds in 
the case of successful exploitation2.  
One of the main consequences of the Bayh-Dole legislation in the U.S. – and of 
the Stevenson-Wydler Technology Innovation Act in the same year - has been, 
of course, the emergence and development of Technology Transfer Offices 
(TTOs) in most American universities3.  
 
Up until 2001, the legislation to which Italian universities and PROs did refer 
to for ruling the IP entitlement of the internally developed inventions was very 
old – although substantially revised in occasion of Italy entering the European 
Patent Convention in 1978 - and not much satisfactory. Royal Decree n.1127 
of 1939 (so called “Inventions law”) and notably art.23, second paragraph 
stated that if no fee was foreseen as retribution for the inventive activity, and 
the invention was achieved in the execution of a contract or an employment 
relationship, the rights deriving from the invention belonged to the employer, 
but the inventor had to be granted, other than his moral right to be 
acknowledged author of the invention, a “fair share” from revenues in the case 
of commercialisation. The amount of this share was established by the 
internal regulation of universities and PROs.  
 

                                                 
1 The Bayh-Dole Act- A Guide To The Law and Implementing Regulation – http//www.ucop.edu/ott/bayh.html 
2 Jaffe A., 2000, “The U.S. Patent System in Transition: Policy Innovation and the Innovation Process”, in Research 
Policy, 29: 531-557 
3 Trajtenberg M., Henderson R., Jaffe A., 1997, “University versus corporate patent: a window on the basicness of 
invention” 
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The Italian National Research Council (CNR)4 was among the first PROs and 
universities to establish a series of standard procedures in 1982 (which were 
partially updated in 1995) concerning patent filing, renewals, extensions and 
commercialisation of R&D results originating from its Institutes, Centres and 
Targeted Projects; such procedures were managed and supervised by an 
internal office, the IPR Protection and Commercialisation section of the 
Industrial Liaison Office, also created in the early 1980’s5.  
From the point of view of the CNR, that decade, and the early years of the 90’s, 
were characterised by a good flux of patents, chiefly deriving by the emergence 
of the Targeted Projects – financed by the State but managed by the CNR – 
temporary research units including university, PROs and industry with a 
focus on industrial R&D.  

                                                 
4 The National Research Council (CNR) is a public research organization; its mission is to carry out, promote, spread, 
transfer and improve research activities in the main sectors of knowledge growth and of its applications for the 
scientific, technological, economic and social development of the Country. 
To this end, the activities of the organization are divided into macro areas of interdisciplinary scientific and 
technological research, concerning several sectors: biotechnology, medicine, materials, environment and land, 
information and communications, advanced systems of production, judicial and socio-economic sciences, classical 
studies and arts. 
CNR is distributed all over Italy through a network of 108 institutes aiming at promoting a wide diffusion of its 
competences throughout the national territory and at facilitating contacts and cooperation with local firms and 
organizations. 
From a financial point of view, the main resources come from the State, but also from the market: even 30% of its 
balance sheet, an extraordinary result, is the result of revenues coming from external job orders for studies and activities 
of technical advice as well as from agreements with firms, contracts with the European Union and with the other 
international organizations. (source: CNR homepage www.cnr.it)  
5 The main activities carried out by the Industrial Liaison Office of the CNR (Ufficio Rapporti con l’Industria ed i 
Servizi) are the following: 

Section “IPR Protection, Marketing and Commercialisation”: supports the CNR researchers and institutes in 
filing national or international patents, management, marketing and commercialisation of fully or partially CNR-
owned IPR. Marketing and commercialisation are carried out in close cooperation with industry. With the aim of 
promoting CNR-owned IPR, the Liaison Office: publishes brochures and books about the CNR’s IPR portfolio; 
organizes and participates to seminars, conventions, etc; participates to regional calls for proposals; promotes 
CNR’s patents through international web-based databases such as the UTEK Corporation DB. Soon the full CNR 
patent portfolio will be made available for consultation on CNR’s website (www.cnr.it). 
Section “Promotion of Industrial Research and Technological Innovation”: supports the CNR researchers in 
the schemes of creation of new hi-tech companies (spin-off) and in the submission of project proposals for national 
funding schemes (D. Lgs 297/99). In particular, spin-off support involves: assistance to CNR researchers in the 
setting-up of R&D projects and business plans; link with the financing subjects (Italian Ministry of Research and 
banking institutions); support in the definition of company statutes and in the signature of agreement protocols; 
diffusion and training through seminars and lessons.  
Section “Joint Ventures”: the expression ‘joint venture’ is commonly used in Italian legal and economic parlance 
to cover all the various types of agreements (consortia, consortium companies, associations, partnerships, 
foundations, economic interest groups) concluded between public and private parties, under which these parties 
undertake to work together, sharing the obligations and responsibilities to implement a given project. 
The simplest and most literal meaning of ‘joint venture’ is a new business organisation or partnership between 
several parties (individuals or legal persons) to enable them to share the facilities and resources they need, working 
in very close cooperation, to perform a particular activity, while leaving the co-venturers economic and policy-
making autonomy. Joint ventures provide important opportunities for CNR to achieve its institutional aims, 
consolidate its presence throughout the Country, engage in integrated cooperation (pooling skills, experiences and 
resources), promoting training and research projects with a local, national or international value, strengthening and 
stabilising relations between research and the transfer of research findings to the business community, and 
contributing to company incorporations and developing enterprise. Sharing human and material resources makes it 
possible to make a major contribution to the social and economic development of the Country and to give an 
impetus to increasing the number of qualified and properly trained human resources. 
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However, the failings of the system were already too apparent:  
a) researchers employed by PROs (and universities) lacked sufficient 

awareness of patenting, which was mostly prompted by the involved 
industrial partners, the main interest of researchers still lying in 
publishing the results of their research;  

b) joint development and license contracts were heavily tilted in favour of the 
industrial partners, for lack of an IPR strategy from the public side; 

c) in addition, the CNR regulation gave the inventor only 20 % of the net 
economic returns from commercialisation, which gave rise to much 
complaining; 

d) as a consequence, the financial rewards from patenting were enjoyed  
mostly by the industry.  

 
Besides, by the late 1990’s CNR patenting was decreasing, mainly due to the 
progressive shutdown of the Targeted Projects, a public-private formula which 
was proving to be too expensive in a cost/benefits analysis. Also, changes in the 
attitude of public institutions were taking place, due to the decreasing amount of 
State funding for public R&D and to the consequent pressing push of giving a 
justification of public research funding in terms of direct contribution to the 
productivity and competitiveness of the economic system6.  
It was obvious that the Italian system concerning public patenting and 
management needed to be revised. 
 
In fact, a first change came on 18 october 2001, when Royal Decree n.1127 of 
1939 was modified by art. 7 of Law 383, stating that:  

 
Art. 7 (New rules on the ownership of patenting rights for industrial 
inventions) 
 
1. Royal Decree 29 June, 1939, n. 1127, is modified as follows: 

a) ..... 
b) After Article 24 the following is inserted: 

 
“Art. 24 bis  
 
1. Notwithstanding art. 23 of the present Decree [.....], when the employment 

relationship is with a university or with a public body having research among 
its institutional aims, the researcher is exclusive owner of the rights deriving 
from the patentable invention of which he is author. In case of multiple 
authorship, the rights deriving from the invention belong to each inventor in 
equal shares, except for a different agreement. The inventor files for a patent 
and gives communication to his employer. 

2. Universities and public bodies, to the extent of their autonomy, establish the 
maximum amount of the share, related to licenses to third parties for use of 
the invention, which belongs to the university or public body or private 
financiers of the research, as well as other further aspect of their mutual 
relationships. 

                                                 
6 Geuna A., 2001, “The changing rational for European university research funding: are there negative unintended 
consequences?”, Journal of Economic Issues, Vol. 35 (5), pp. 607-632. 
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3. In any case, the inventor has the right to no less than 50 per cent of revenue 
from exploitation of the invention. In case universities and public bodies do 
not abide to the provisions of comma 2, their share of revenues will be 30 per 
cent. 

4. After 5 years from the patent release date, in case the inventor [...] has not 
yet begun industrial exploitation, and unless this derives from causes 
independent from his willingness, the public body where the inventor was 
employed at the time of invention acquires a free right, non exclusive, to 
exploit the invention and the economic rights linked to it, or to have third 
parties exploit them, except for the right of the inventor to be considered 
author.” 

 
2. The provisions of art.24 bis of Royal Decree 29 June, 1939, n. 1127, inserted by 
comma 1 of the present article, apply to all inventions here contemplated, 
discovered after the date of enforcement of the present law [25 October, 2001] even 
if depending from research begun prior to that date. 
 
This legislation was possibly devised with the objective of increasing the number 
of patents and of creating a patent-oriented culture in Italy’s universities and 
PROs. At first, though, it provoked much disconcert among public researchers 
and IPR managers. It seemed that Italy was in fact reverting to the so-called 
“professor’s privilege” system at a time when much of Europe was going the other 
way. This was in fact the case for Austria, Belgium, Denmark, France, Spain, 
Germany and Russia7.  
One criticism pointed to the fact that inventors generally have neither expertise 
nor resources to file patent applications on their own and find licensees. 
Moreover, if public researchers really did want to become small entrepreneurs, 
there was a risk of fragmenting the patent portfolio of a single university or PRO. 
Patents close in content or linked would under the new law be owned by different 
subjects, making extremely difficult the marketing and licensing activities of a 
TTO. Last but not least, art.24bis did not address in detail the issue of discoveries 
achieved through external-funded research, giving rise to some amount of 
confusion over this matter.  
 
The new law had also, however, beneficial effects on the system, in that 
universities and PROs needed to obviously react and adapt a proactive stance 
with regard to patenting or risk a deterioration of their patent portfolio and TT 
activities. Since many Italian universities did not have an internal regulation with 
regard to patenting, they were forced to adopt specific regulations on the subject. 
A fallout from this was the creation of TTOs, which led to a modernisation of 
Italian academia with regard to IPR.  
The CNR itself adopted a new rule8 – although not yet a new regulation covering 
all the aspects concerning IPR – giving its employees two options: 

a) either keep their rightful IPR title and the related expenditures, where 30 to 
50 % of revenues from economic exploitation goes to the CNR;  

                                                 
7 “Management of Intellectual Property in publicly-funded research organisations: Towards European Guidelines”, 
European Commission, 2004, p.15. 
8 Approved by decision of the CNR’s Directive Board of 24 april 2002 n.69/2003 verb. 94 which also approved a model 
contract for IPR assignment. 
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b) or drawing out an IPR assignment contract with the institution, where the 
related expenditure is sustained by the CNR, along with marketing and 
negotiation of licences, with the provision that 50 % of revenues from 
economic exploitation goes to the inventor9. 

 
At the same time, the “IPR Protection, Marketing and Commercialisation” section of 
the CNR’s ILO underwent some rethinking. The CNR’s large IPR portfolio was 
digitalized and the whole procedural flow was reorganized and made more reliable 
with the aid of computerized technologies; awareness seminars and courses on 
IPR were organized to keep informed the CNR researchers; new sets of model 
agreements (license, joint development, research contracts) were drawn out, more 
protective of the CNR’s interests and in line with the new legislation; the presence 
of the CNR’s ILO at information days and conventions on IPR – both national and 
international – became more intense (a number of such events were also 
organized by the CNR); particular care was devoted, for the first time, to 
marketing and promotion of the CNR’s IPR portfolio; and useful links were 
established with important partners in the field of IPR: patent attorneys, TTOs in 
Europe and the U.S., the Italian Patent Office and foreign patent offices. 
Relationships were also established with international bodies such as the EU and 
OCDE, with the CNR contributing to the definition of guidelines and best 
practices for the management of IP in publicly-funded research organisations. 
In the years from 2001 to 2005, the IPR section of the CNR’s ILO was assigned by 
the Institution’s managing body an average of € 400.000 per year to cover all 
expenses related to IPR filing, renewal and extension.  
 
Another relevant development of the last few years has been the steady 
involvement of the CNR (and also of some of the most dynamic Italian 
universities) in the creation of new spin-off companies based upon CNR patents 
and know-how. A strong impulse came also in this case from the legislator. 
Legislative Decree n. 297/1999  - in force since February 2001 - introduced in 
Italy for the first time State contributions in support for the creation of hi-tech 
companies originating from the public research environment.  The CNR adopted 
in May 2001 a regulation which defines the criteria to be met by its own 
researchers in order to participate to spin-off companies. Through the years, the 
spin-off method has become a more and more valid and appreciated way of IPR 
exploitation and has been used also through other channels of funding, i.e. 
regional and private10.  
 
As already mentioned, art.24bis did not address in detail the issue of discoveries 
achieved through external-funded research, giving rise to difficulties when CNR 
institutes had to negotiate research contracts, in particular, with industry.  

                                                 
9 Consiglio Nazionale delle Ricerche, 2005 “Diritti di Proprietà Intellettuale”, p.12. 
10 Often, results and knowledge developed in academic environments cannot find a route to industrial application 
through research contracts or licence agreements because such results and knowledge are still in a – so to speak – 
“rough condition”. Therefore, transfer can be problematic both for the presence of a heavy component of “tacit” 
knowledge and also because the receiving subject might not have the necessary competences or economic resources to 
sustain the further work needed to go from the research result to a fully industrialized product/service/process. Spin-off 
companies can instead provide a relevant contribution during the phases of transformation /engineering, taking in 
charge activities usually off-limits both for PROs and universities and for potential industrial users (Piccaluga, A, & 
Chiesa, V., “Exploitation and Diffusion of Public Research: the Case of Academic Spin-off Companies in Italy”, in 
R&D Management, Vol. 30, n.4, October, pp.329 – 339. 
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Recently, the fragmented Italian legislation on Industrial Property Rights has 
been unified – with a few innovations - by Legislative Decree n. 30 (10 
February 2005)11, where art. 65 is a sort of replica of the above mentioned 
art.24bis, with the important insertion of a comma 5 stating that PROs and 
universities have ownership of inventions deriving from research activities 
financed – totally or partially – by a third party. The text of art. 65 comma 5 is the 
following: 
 

5.  The provisions of this article do not find application in the case of research 
activities financed, fully or partly, by private subjects or realised within 
specific research projects financed by public subjects other than the university, 
organization or administration employing the researcher.  

 
Under the current legal system, inventions developed by the CNR’s employers can 
therefore follow three routes.  

 
1) Inventions deriving from internal-funded research activities where the 

employee chooses to keep the ownership, sustaining individually all the 
expenses connected with filing and marketing; 

2) Inventions deriving from internal-funded research activities where the 
employee chooses to give CNR the right to filing the invention, by way of 
signing a private law contract. 

3) Inventions deriving from external-funded research activities where 
ownership of the patented inventions devolves to the CNR. 

 
Each of the above-mentioned cases follows its own peculiar set of progressive 
steps with various degrees of involvement by employer and employees and 
different types of strategy. 
 
It has to be taken for granted here that the traditional theoretical debate of 
patenting vs. publishing the research results today is somewhat outdated, as 
there seems to be a consensus today among researchers (at least, CNR 
researchers) on the opportunity, first: to file; then: to publish. First publication, of 
course, makes it impossible to patent the same findings12. 
Still today, in Italy there is a great incentive to publishing. Besides from scientific 
acknowledgment, also coming from patenting, career reasons hold a great 
importance: publishing provides a higher awarding, in terms of marks relevant for 
career advancements, compared to  patenting of the same results.  
 
Route 1: Inventions deriving from internal-funded research activities where 
the employee chooses to keep the ownership, sustaining individually all the 
expenses connected with filing and marketing 
                                                 
11 Supplemento Ordinario alla G.U. n. 52 del 4/03/2005 Decreto Legislativo 10 febbraio 2005, n. 30 “Codice della 
proprietà industriale, a norma dell’articolo 15 della legge 12 dicembre 2002, n. 273” 

12 The essential requisites for patentability of an invention are: novelty, utility and non-obviousness. For an invention 
to be patentable, it must be "new". In order to be novel, the invention must not have been done before in a way that was 
available to the public.  
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Those are inventions falling in the first four commas of article 65, giving the 
inventors employed by universities and PROs full and exclusive ownership of the 
rights deriving from their inventions, and granting them a substantial share of 
future revenues resulting from commercialisation (at least 50 %). If they choose 
not to transfer their lawful right to the CNR, it is up to the inventors to decide 
whether to patent and where; this also implies that expenses connected to 
patent filing, extensions and renewals are also their prerogative, and that they 
are in charge with regard to signing and managing future license agreements. 
 
By 28 February 2006, 29 patents have been filed by researchers employed by the 
CNR according to the first four commas of article 65 of Legislative Decree n. 30 of 
10 February 2005. 
 
The motivations that have brought researchers to keep their ownership (besides 
from prestige reasons) can be described as follows:  
 

a) Early Stages of the Law: up until April 2003 – when a new CNR rule giving 
researchers the option to assign the IPR title to the institution, was passed 
– the law was interpreted very strictly, and researchers only had the option 
to file on their own; 

b) Autonomy: by going alone, researchers have complete autonomy of 
decisions over matters of filing – there is no screening involved - extension 
and exploitation. They can even sell the IPR title if they so desire,  a route 
that the CNR would not pursue as the ILO is – as a common practice - only 
allowed to sign license contracts, retaining ownership of the patent for the 
institution; 

c) Relationship with Industry: license contracts can therefore be negotiated 
and signed directly by the inventor / researcher on his terms and his terms 
only; 

d) Direct economic gain: revenue from commercialisation goes to the inventor, 
with CNR receiving by law a percentage between 30 and 50 % , on a case by 
case basis; 

e) Spin-Off: an ulterior reason is the case where a new spin-off company 
wants to exploit inventions derived from research undertaken by the 
employee /inventor who is also a partner in the company . The employee of 
CNR can therefore license directly to the spin-off company where he is 
involved. 

 
Of course, in this case the CNR will not contribute expenses for filing, renewing 
and extending the patent, nor will it make any particular effort to market it as 
part of its patent portfolio – even if the CNR has, by law, a right to claim between 
30 and 50 % of eventual revenues from commercialisation, on a case by case 
basis.  
 
The strategy of the CNR in this case concentrates on the following aspects: 
 

a) Support to researchers: it is in the interest of the CNR, since by law it must 
receive a share from revenues from commercialisazion – to give support to 
the researcher in license negotiations with industrial firms, in order to draw 
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out contracts consistent with the standards of CNR. If – and only if - 
inventors / researchers are willing to be so supported, particular attention 
is given to the provisions on monitoring of payments and other licensee 
obligations; 

b) Link to other CNR-owned patents: making efforts to include the so-called 
“self-filed” patent in a package of CNR-filed patents close in content or 
linked, in order to be able to market them together and in case to lead the 
negotiations pursuant to a license contract. 

 
It must be noted that a fault of the system – and namely of the whole philosophy 
behind the first four commas of article 65 – might consist in a persistent under-
representation of the data available on patents filed directly by employees: not all 
patents filed, in fact, are communicated to the employer, and sometimes they are 
communicated months and even years from the date of filing. This event however 
does not represent a legal breach of any kind on the side of the inventor, since 
the law simply states that “the inventor files for a patent and gives communication 
to the employer” without specifying a time limit.  
 
Route 2: Inventions deriving from external-funded research activities where 
ownership of the patented inventions devolves to the CNR 
 
For lack a new CNR regulation dealing with the whole IPR management process, 
those patents falling under comma 5 of article 65 of Legislative Decree n. 30 are 
currently regulated by the old standard procedures approved in 1982 (and 
partially updated in 1995) on the grounds of Royal Decree n.1127 of 1939 and 
notably art.23, second paragraph, which gave the inventor only 20 % of the net 
economic returns from commercialisation (“fair share”).  
The huge difference is that from now on most inventions of this type will see CNR 
as co-owners, along with industrial firms, since article 65 comma 5 is applicable 
in research funded – partially or fully – by private organizations, as well as 
research funded in State and EU schemes, where cooperating with private 
partners is usually an essential requisite to be eligible for funding.  
 
From the side of  researchers, motivations to patent – besides from prestige 
reasons - are the following: 
 

a) Further funding: that is, they have an interest to keep collaborations with 
industrial partners going. Fruitful results can lead to new (co-financed) 
research activities for their research groups, and to ulterior related patents; 

b) Involvement in the process: less autonomy does not mean that inventors are 
not still leading forces in the process of managing the patent and 
entertaining relations with industry. The ILO considers the wishes of the 
inventors still paramount, even if ownership (or co-ownership) of the IPR is 
CNR’s; 

c) Direct economic gain: revenue from commercialisation goes to CNR, with the 
inventor receiving by internal rules a share of 20 %.  

d) Spin-off: acting as entrepeneurs, researchers / partners of spin-off 
companies can ask their employer (CNR)  that one or more of the patents of 
which they are authors be licensed to the company. 
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The strategy of the CNR in this case concentrates on a much larger number of 
aspects and involves: 
 

a) Screening of the patentable invention: after disclosure, CNR procedures 
state that the green light be given for filing be given by the CNR Institute 
where researchers / inventors carry out their activities13; extensions are 
decided by the centralized ILO on the basis of sound industrial interest; 

b) Marketing & Promotion: after filing, the ILO makes sure that the patented 
invention has the largest possible diffusion (through seminars, media, 
personal contacts, patent databases, the CNR network in general); 

c) Inventors involvement: collaborating with inventors in order to make best 
choices in extending patent, marketing, etc. (“it is neither desirable nor 
realistic in a PRO environment to achieve its goals in a dictatorial regime. The 
preferred approach is to develop a favourable environment so that there are 
sufficient motivation and required expertise to support researchers....14”) ; 

d) Further funding: i.e. possibly using the patent or a family of patents to 
attract further funding for research by linking license contracts with 
research contracts where firms fund CNR Institutes; 

e) Exploitation choices: i.e. choosing, along with the inventors, the best avenue 
for commercial exploitation (license, spin-off) 

f) Fair economic return: i.e. ensuring that in case a license agreement is 
signed, the institution receives a fair return on expenses (equipment, 
human resources, patenting)15 
 

Route 3: Inventions deriving from internal-funded research activities where 
the employee chooses to give CNR the right to filing the invention, by way 
of signing a private law contract 
 
Those are inventions falling in the first four commas of article 65, where inventors 
/researchers choose to give CNR the right to filing the invention instead of filing 
on their own. 
Such a decision is usually taken - besides from the usual prestige reasons - on 
the following grounds:  
 

a) Cost of filing: researchers / inventors are still named as authors but they 
do not have to sustain the expenses of filing; the CNR files nationally or 

                                                 
13 Current CNR procedures require that all expenses of  first filing  - usually in Italy - be sustained by the Institute 
where the employer carries out his research activities.  
14 “Management of Intellectual Property in publicly-funded research organisations: Towards European Guidelines”, 
European Commission, 2004, p. 18. 
15 The steps followed by the CNR in view of commercialisation are: 
Negotiation between the CNR’s ILO and enterprise, which can be followed by: 
  a) Secrecy Agreement 

b) Option Contract in view of licence 
c) Licence (exclusive or non-exclusive) Contract  

The CNR usually grants user rights to its IPR in the form of a license, which can be exclusive – and exclusive licenses 
are rather common in the CNR environment – with or without the right to sublicense, which enables the industrial 
partner to develop and commercialise covered products and/or processes in return for license fees and/or royalty income 
related to the commercial returns achieved by the industrial partner. Research contracts signed between the licensee and 
the CNR institute which developed the technology are often attached to the original license contract.  
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internationally16, maintains17 and in case of industrial interests protects 
the invention in other Countries through extensions. All these actions are 
financially sustained by the employer; 

b) Centralized support: researchers /inventors can use the help and support 
of the TTO through the various phases of filing, in the marketing and 
promotion of the patent of which they are authors and in the negotiation 
phases with third parties.  

c) Involvement in the process: also in this case, inventors are still pivotal in the 
process of managing the patent and entertaining relations with industry. 
The TTO considers the wishes of the inventors still paramount, even if 
ownership (or co-ownership) of the IPR is CNR’s; 

d) Direct and indirect returns: direct revenues go to CNR, with the inventor 
receiving by contract a share of 50 % from revenues, after recoupment the 
filing expenses sustained by the institution; indirect revenue – by far a 
better motivation for researchers / inventors – consist in further funding by 
way of research contracts linked to the license contracts, for instance 
where licensees entrust the CNR Institutes to further develop the patented 
technology.  

e) Spin-off: acting as entrepeneurs, researchers / partners of spin-off 
companies can ask their employer (CNR)  that one or more of the patents of 
which they are authors assigned to the CNR be licensed to the company. 

 
The strategies of the CNR in this case are similar to the ones from the previous 
case, with a sharper focus on the marketing and in the interaction with the 
industrial world, because since inventions falling in this category do not originate 
from public/private collaboration, industry interest has yet to be ascertained and 
stimulated.  
 
 
Conclusions 
 
The available data on CNR patenting and licensing show that the last few years 
have been, notwithstanding the legislative changes and the consequent 
difficulties, if not totally satisfactorily at least encouraging. 
 

CNR IPR Portfolio: on 28 February 2006 
Total Active IPR portfolio (filed in Italy) 490 
Patents for Industrial Inventions (CNR Ownership) 333 
New Plant Varieties 19 
Utility Models 5 
Trademarks 21 
Copyrights 44 
Software 39 
Patents for Industrial Inventions (Researcher Ownership) 29 

 
                                                 
16 When an employer assigns his patrimonial rights on an invention to the CNR, current CNR procedures require that all 
expenses of  first filing  - usually in Italy - be sustained by the Institute where the employer carries out his research 
activities.   
17 Current CNR procedures concerning patent renewals require that if after the 7th year after first filing no chance of 
economic exploitation has arisen, the patent will be abandoned.  
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Source: CNR Industrial Liaison Office, 2006 

 
From 25 October 2001 to 28 February 2006, only 29 patents have been filed – 
and duly communicated to the employer – by CNR researchers on their own, 
according to the principles set in the original art.24bis and today in the first four 
commas of art.65.  
On the other hand, from 2003 to 2005 the number of patents filed by the CNR 
following the signature of private law contracts where the researchers / inventors 
assign the employer all patrimonial rights on their inventions, has seen a steady 
increase: 10 in 2002, 20 in 2003, 31 in 2004, 38 in 2005.  
Although the data on the “self-filed” patents might suffer from under-
representation, this shows that the support of the main organization is on the 
whole needed and appreciated by the researchers of the CNR.   
 
The CNR has generally an aggressive policy in matters of patent filing. First 
screenings of disclosed inventions carried out by the Institutes are rather “soft”, 
and there is a tendency to file patents using the Italian system - cheap and 
relatively fast – in the same spirit in which U.S. universities use the so-called 
“provisional patent” available under the USPTO system. This arises issues of 
patent quality, with regard to first filings, which in turn leads to patent 
licensability. A better indicator of CNR patent quality is given by the number of 
extended patents – usually through international conventions such as PCT and 
EPO – by the CNR after evaluation of sound industrial interest. The data shown 
below indicate that in the last 7 years about 50 % of patents first filed in Italy 
were later extended abroad. Industry, of course, is usually more interested in 
those patents that already underwent a thorough examination by offices such as 
EPO and the USPTO. 
 
CNR–owned patents extended abroad after first filing in Italy 
Year Nr. Patents filed in 

Italy 
Nr. Patents filed (PCT, EPO, 
USPTO, other) in the following 
12 months 

% extended 
Patents 

1999 32 18 56 
2000 34 20 59 
2001 55 15 27 
2002 28 13 46 
2003 27 12 44 
2004 37 20 54 
2005 47 nd* nd 
*Data not yet available  
 
Source: CNR Industrial Liaison Office, 2006 

 
The number of license agreements with industry over CNR-owned IPR is also on 
the increase: 8 patents were licensed in 2002, 7 in 2003, 12 in 2004 and 16 in 
2005. As of today,  a total of 97 active license agreements have been signed by 
the CNR.  
Also, CNR researchers more and more frequently ask to be detached to spin-off 
companies in order to closely monitor the development of their own inventions 
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and knowledge. As of today, a total of 16 CNR employees own shares and 
participate in spin-off companies; 4 of those companies are also participated by the 
CNR18.   
 
At the same time, the CNR is undergoing a process of radical reform which – 
beyond a whole other set of issues that cannot be discussed in detail here - will 
change and hopefully improve the way of filing, managing and commercialising 
IPR. The reform was started by Legislative Decree No. 127 of 4 June, 
strengthening the institution’s strategic role within the framework of the national 
research system and confirming its multidisciplinary function. The new strategy 
aims at eliminating the fragmentation and waste of the past and expects to 
consolidate public-private collaboration, identifying new channels to achieve 
productive collaborations interested in and capable of multiplying the use of 
research and increasing available resources. In May 2005 the body’s 
Administration Board approved three new CNR regulations which entered into 
force on the 1st of June 2005, assigning the 108 Institutes to 11 Departments, 
each one created on the basis of a scientific disciplinary area19.  
It is likely therefore that, in the future, Departments will be given an important 
role in all aspects of the CNR’s IPR, and particularly in areas such and marketing 
and promotion which are proving to be of difficult manageability for a centralized 
structure such as the CNR’s ILO.  
Another important evolution in the CNR’s strategy with regard to relationship 
with the private sector is the signing of wide-spectrum agreements and protocol 
agreements with large companies and sectorial industrial federations, aimed at 
carrying out joint research-programs of large dimensions. Such an evolution, of 
course,  will make so-called “Route 2” IPR more and more frequent in the future.  
 
Francesco Saverio Donadio – CV 
F.S. Donadio is an Economics graduate at the University of Rome “La Sapienza”. From 2001 to 
2005 he was Responsible of Protection and Commercialisation of IPR at the Italian National 
Research Council (CNR)’s Industrial Liaison Office. He is currently in the staff of the Office of the 
President of the CNR as coordinator of the Secretary of the Administration Board.  
 
Barbara Angelini - CV  
Barbara Angelini is a Literature and Philosophy graduate at the University of Rome “La Sapienza”. 
She currently works in the Sections "IPR Protection, Marketing and 
Commercialisation" and "Promotion of Industrial Research and 

                                                 
18 Consiglio Nazionale delle Ricerche, 2004 “Joint Ventures e spin-off – Attività 2001-2003 e programmazione triennio 
2004-2006” 
19 On March 19, 2006, the new National Research Council (CNR) has finally become operative after the reform, with 
the nomination by its board of directors, of eleven directors of Research Departments, identified by way of an 
international competition (with a public notice in the magazine "Nature") and selected for each department by high-
level scientific, national and international figures outside CNR. The nominations came at the same time as the launching 
of the CNR’s 2006-2008 three-year plan. The 11 Departments are: Earth and Environment; Energy and Transport; 
Agro-food; Medicine; Life Sciences; Molecular Design; Materials and Systems; Production Systems; 
Information and Communication Technology; Cultural Identity; Cultural Heritage. On the basis of the new CNR 
regulations, the eleven departments composed of experts with experience with international trends and with attentions 
to the relationship between research, production and commercialisation, will commission research to the institutes, 
which will establish reciprocal collaborations. To the Institutes themselves will be left the authority to formulate the 
proposals, and the responsibility for decision making will remain in the hands of the departments. The new rules will 
guarantee and preserve the high levels of excellence of the 4,000 researchers who work in the institutes. In addition, to 
leave an adequate amount of freedom to researchers, 15 % of resources is reserved for spontaneous research on themes 
proposed by research groups. 
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Technological Innovation" of the Italian National Research Council (CNR)’s Industrial Liaison 
Office. 


